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In re the Application of: Toshikazu HIROTA, Takao OHNISHI, Saichi CENTR AL RAX CENTER 

YAMADA, Kazunari YAMADA and Yukihisa FEB 1 1 2006 
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Serial No.: 10/068,292 Group Art Unit: 1641 

Filed: February 6, 2002 Examiner: Lam, Ann Y. 

Conf.No.: 9651 
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Mail Stop Amendment 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



CERTIFICATION OF FACSIMILE 
TRANSMISSION 



I hereby certify that this paper is being facsimile transmitted to (571) 
273-8300 in the Patent and Trademark Office on February 22, 2006. 



Tara L. Preston 



REQUEST FOR RECONSIDERATION 



Sir: 



In response to the Office Action mailed November 28, 2005, Applicants 
respectfully request reconsideration and withdrawal of the rejections of record based 
on the following arguments. 

1 . Claims 7-32 and 58-63 were rejected under § 1 12, second paragraph. This 
rejection is respectfully traversed. 

Applicants submit that the Examiner's interpretation of "said solution" is 
correct. The solution being referred to as "said solution" is the solution containing no 
sample. Correspondingly, the solution being referred to as "said solution sample" is 
the solution containing the sample. In light of this discussion, reconsideration and 
withdrawal of this rejection are respectfully requested. 
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2. Claims 7-9, 1 1, 14, 16-19, 21, 22, 26-32 and 59 were rejected under §102(b) 
over Brennan. This rejection is respectfully traversed. 

Claim 7 recites a method for producing a biochip comprising the steps of 
supplying a plurality of solution samples, each containing a capture, and supplying a 
solution containing no capture. One of the solution sample and the solution is 
supplied onto the other one of the solution sample and the solution while the other one 
of the solution sample and the solution is in solution form. 

As described in page 20, lines 6-14 of the present application, the solution 
sample and the solution are supplied separately, but each while the other is in solution 
form, so that neither solution is deteriorated by drying or the like brought about by 
being left exposed to the atmosphere. Furthermore, as shown in Figs. 4A-C and Figs. 
9A-C of the present application, when the solution sample 14 and the solution 16 are 
applied in accordance with claim 7, the solution sample 14 and the solution 16 are 
freely miscible with each other, as is shown in Figs. 4C and 9C. 

Brennan discloses, in column 7, lines 26-56, placement of droplets of a solution 
containing captures onto a hydroxyalkylsiloxane dot surface, the dot surface having a 
surface tension of approximately 7=47. Brennan further discloses that the 
hydroalkylsiloxane surface is completely wetted by the solution containing the capture 
and that the solution containing capture beads up on the hydroxyalkylsiloxane dot 
surfaces, as shown in Fig. 3, 

Applicants respectfully submit that one skilled in the art would have understood 
from the disclosure of Brennan, that the hydroalkylsiloxane dot surfaces of Brennan 
are cured, and thus are not in solution form at the time a second solution is added. The 
Examiner stated in the pending Office Action that she interprets the 
hydroalkylsiloxane solution of Brennan to be "in solution form because it is disclosed 
as having a surface tension." Brennan itself contradicts this interpretation in column 
4, lines 51-53, which state that "the wetting phenomena is a measure of the surface 
tension or structured forces between the molecules at a solid-liquid interface" 
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(emphasis added). Therefore, it is incorrect to conclude that a surface is in solution 
form merely because it has an associated surface tension value, 

Additionally, the disclosure in Brennan that {t the solution beads up on the 
hydroalkylsiloxane dot surfaces" further supports the fact that the hydroalkylsiloxane 
dot surfaces are not in solution form. As disclosed above, one of the benefits of the 
present invention is that when the two solutions are supplied separately, each while the 
other is in solution form, the two solutions are freely miscible with each other. 
Therefore, Brennan's disclosure stating that the solution "beads up" on the 
hydroalkylsiloxane solution clearly indicates that the hydroalkylsiloxane solution is 
not in solution form when the second solution is supplied. 

For at least the reasons stated above, Brennan fails to disclose a method for 
producing a biochip wherein one of the solution sample and the solution is supplied 
onto the other one of the solution sample and the solution while the other one of the 
solution sample and the solution is in solution form, as recited in claim 7. Since 
claims 8, 9, 1 1 , 14, 1 6- 1 9, 2 1 , 22, 26-32 and 59 depend either directly or indirectly 
from claim 7, those claims are also believed to be allowable over the applied art. 
Accordingly, reconsideration and withdrawal of this rejection are respectfully 
requested, 

3. The remaining rejections relating to claims 10, 12, 13, 15, 20, 23-25, 58 and 
60-63 are noted, but deemed moot in view of the arguments outlined above. 
Applicants respectfully submit that the arguments submitted distinguish claim 7 from 
Brennan. Since claims 10, 12, 13, 15, 20, 23-25, 58 and 60-63 depend either directly 
or indirectly from claim 7, those claims are also believed to be allowable over the 
applied art Accordingly, reconsideration and withdrawal of these rejections are 
respectfully requested. 

For at least the foregoing reasons, Applicants respectfully submit that all 
pending claims herein define patentable subject matter over the art of record. 
Accordingly, the Examiner is requested to issue a Notice of Allowance for this 
application in due course. 
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If the Examiner believes that contact with Applicants' attorney would be 
advantageous toward the disposition of this case, the Examiner is herein requested to 
call Applicants' attorney at the phone number noted below. 

The Commissioner is hereby authorized to charge any additional fees 
associated with this communication or credit any overpayment to Deposit Account No. 



50-1446. 




Respectfully submitted, 



February 22, 2006 



SPB/TE/tlp 



BURR & BROWN 

P.O. Box 7068 

Syracuse, NY 13261-7068 



Customer No.: 025191 
Telephone: (315)233-8300 
Facsimile: (315)233-8320 
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